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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 19 July 2006 . 
2a)K This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G: 213. 
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5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-3.6-12 and 15-31 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on 18 December 2001 is/are: a)l3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 1, 10, 19, 20, 22, 23, 24 rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. The specification does not indicate the path information includes 
statistical results indicating whether a plurality of said e-mails were sent via said first 
provider server or directly to said second provider server. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 10, 22 & 23 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The amended claim language states the 
"system that provides address change notification toa sender of an e-mail to_a client". 
From above amended limitation it is not clear which entity is being provided with the 
address change notification, therefore making the claim language indefinite. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 1-3, 6-12, 15-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Reilly (U.S. 6,427,164 B1) and Nielson (U.S. 6,405,234 B1). 

7. As per claims 1, 10, 21, 19, 20, 22, 23, 24, 25, 26, 27 & 28 Reilly disclosed an 
address change notification deputization service server that provides address change 
notification to a sender of an e-mail to a client, the server comprising, wherein when a 
first provider server in which a first mail address of a client is set receives an e-mail that 
is sent to said first mail address this e-mail is transferred to a second provider server in 
which a second mail address of said client is set and, then, when said second provider 
server receives an e-mail transferred from said first provider server (Reilly, col.4, lines 
44-62). However Reilly did not explicitly disclose that said address change notification 
deputization service server receives this transfer, and wherein the path of the e-mail 
transferred from said second provider server is checked and only in the case that this e- 
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mail is received by said second provider server after transferred from said first provider 
server, said address change notification deputization service server makes a notification 
to the effect that the e-mail address of said client is said second mail address to the 
sender of this e-mail, wherein said client is informed of path information concerning 
whether said e-mail is sent via said first server or is sent directly to said second provider 
server, and wherein said path information includes statistical results indicating whether 
a plurality of said e-mails were sent via said first provider server or directly to said 
second provider server. 

In the same field of endeavor Nielson disclosed that said address change 
notification deputization service server receives this transfer, and wherein the path of 
the e-mail transferred from said second provider server is checked and in the case that 
this e-mail is received by said second provider server after transferred from said first 
provider server, said address change notification deputization service server makes a 
notification to the effect that the e-mail address of said client is said second mail 
address to the sender of this e-mail (Nielsen, col.2, lines 58-67). Wherein said client is 
informed of path information concerning whether said e-mail is sent via said first server 
or is sent directly to said second provider server, and wherein said path information 
includes statistical results indicating whether a plurality of said e-mails were sent via 
said first provider server or directly to said second provider server. 
(Col.6, lines 11-26 & col.6, lines 40-45). 

It would have been obvious to one in the ordinary skill in the art at the time the invention 
was made to combine address change server having old to new address change 
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capability and the ability to send the new address to the sender as taught by Nielsen 
with address change notification deputization service server described by Reilly to 
facilitate the sender in discovering the new address of a recipient that he/she is trying to 
reach from the old address and in turn making the address discovering process more 
robust for the user. 

8. As per claims 2 & 1 1 Reilly-Nielsen disclosed the e-mail address change 
notification deputization system according to Claim 1, wherein said address change 
notification deputization service server is provided with an e-mail header analyzing 
means of extracting and analyzing the e-mail header from said transferred e-mail, and 
wherein said e-mail header analyzing means checks said path by analyzing the e-mail 
header of said e-mail (Nielsen, col.7, lines 26-35). 

9. As per claims 3 & 12 The e-mail address change notification deputization system 
according to Claim 1, wherein a terminal of said client receives said e-mail from said 
second provider server, and the e-mail received by the terminal of said client has the 
same contents as of the e-mail transferred to said address change notification 
deputization service server (Reilly, col.4, lines 44-62). 
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10. As per claims 6 & 15 Reilly-Nielsen disclosed the e-mail address change 
notification deputization system according to Claim 1, wherein said address change 
notification deputization service server has e-mail addresses of a predetermined one or 
a plurality of senders that send an e-mail to said client, and wherein the operation of 
making said notification is stopped when all the e-mails sent from the e-mail addresses 
of said senders have been confirmed to be received by said second provider server 
without passing through said first provider server (Reilly, col. 6, lines 66-67 & col. 7, lines 
1-26). 

11. As per claims 7 & 16 Reilly-Nielsen disclosed the e-mail address change 
notification deputization system according to Claim 1, wherein said address change 
notification deputization service server simultaneously sends a program for rewriting 
said first e-mail addresses of said client that is inscribed in an address book of the 
receivers of said notification to said second mail addresses at the time when carrying 
out the operation of making said notification (Reilly, col. 9, lines 34-58). 

12. As per claims 8 & 17 Reilly-Nielsen disclosed the e-mail address change 
notification deputization system according to Claim 1, wherein in the case that a sender 
of an e-mail to said client is an information distributor, said sender make a contract with 
the manager of said address change notification deputization service server such that 
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said information distributor spontaneously switches said first e-mail addresses for said 
client to said second e-mail addresses in the case that said information distributor 
receives said notification from said address change notification deputization service 
server (Neilson, col. 4, lines 59-67 & coL5, lines 1-21). 

13. As per claims 9 & 18 Reilly-Nielsen disclosed the e-mail address change 
notification deputization system according to Claim 8, wherein a terminal of said 
information distributor is provided with a means of switching the addresses of said client 
to the second e-mail addresses in the case that said notification is received from the 
manager of said address change notification deputization service server who has made 
said contract (Neilson, col. 6, lines 56-67 & col. 7, lines 1-15). 

14. As per claims 29, 30 & 31 Reilly-Nielsen disclosed a medium that holds a 
program for allowing a computer to function as the entirety of, or a part of, the first 
provider server in which the first e-mail address of the client is set, the second provider 
server in which the second e-mail address of said client is set and the address change 
notification deputization service server in the e-mail address change notification 
deputization system according to Claim 1, wherein the medium can be processed by a 
computer (Reilly, col.4, lines 44-62). 
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Response to Arguments 

1 5. Applicant's arguments filed 07/1 9/2006 have been fully considered but they are 
not persuasive. 

16. Applicant argued that Neither Reilly nor Nielson disclose the feature disclosed in 
claim 1 that include a first provider server in which a first e-mail address of a client, and 
a second provider server in which the second -e-mail address of said client is set. 

17. As to applicant arguments Reilly clearly discloses an e-mail sent to the old 
address being automatically forwarded to the new address (col.2, lines 63-67 & col. 3, 
lines 1-26) and figure 2. 

1 8. Applicant argued that Neither Reilly nor Nielson disclose the deputization service 
that checks the path of the e-mail that is being received by the second provider server. 

1 9. As to applicant's arguments, Neilson disclosed that new e-mail address is 
updated to the header of section of the old e-mail address (col.6, lines 1 1-27). In 
general. The header section contains the path information that is to be taken to reach a 
specific destination. 

20. Applicant argued that Neither Reilly nor Nielson disclose that the said client is 
informed of path information concerning whether said e-mail is sent via said first server 
or is sent directly to said second provider server, and wherein said path information 
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includes statistical results indicating whether a plurality of said e-mails were sent via 
said first provider server or directly to said second provider server. 
21 . As to applicants argument Nielson disclosed that the address server stores the 
destination address in association with new address. The method also typically includes 
the steps of returning the new address, and therefor automatically sending the 
electronic message to the new address (col.4, lines 44-62). Therefore the stored 
information of the old address with respect to the new address can be used to conduct 
the statistical analysis to correlate the old address to the new address. 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Asghar Bilgrami whose telephone number is 571-272- 
3907. The examiner can normally be reached on 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 571-272-3924. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1000. 
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